United States R\tent and Trademark Office 



UNITED STATKS DEPARTMENT OF COMMERCE 
United States Patent and Trademark Officu 

AiUfmi O -MMISSI' >NEK FOR PATENTS 
Ho Ikix I 1^0 

Alexandria. Vintmia ::MVU50 
www uapio gov 



APPLICATION NO 


KIL.INCi DATK 


1 IRS T NAMKI) INVHNTOR 


ATT< )RN FY DOCKliT NO. 


CONFIRMATION NO. 


10/OS7.54V 


01/23/2002 


Jimmie Brooks Bolton 


BOLT C1P 


23 7X 


7>W Oft. 24,2003 









Guy McClung 
PMB 347, 

16690 Champion Forest Dr. 
Spring, TX 77379-7023 



FXAM1NI-R 



EVANS, GEOFFREY S 



ART UNIT 



PAPFR NUMBER 



1725 

DATE MAILED: 06/24/2003 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 07-01) 



Office Action Summary 



Application No. 



10/057,549 



Examiner 

Geoffrey S Evans 



Applicant(s) 

BOLTON ET AL. 



Art Unit 

1725 



^euiuey o tzvans 1725 

)"r R%'ll A ' UNG ° ATE 01 th ' S communication a Pf> ears °" *te cover sheet with the correspondence addreSl 



Period for Reply 

™p H 2ST^5a^?I!S? RY PER ' 0D F0R REPLY IS SET T0 EXPIRE 1 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION " 

• ""W- - « even,, however. may a reply he timety « 

- Failure to reply within the se, or extended period for reply will, b/statute oau^e he appliLS communication. 

Status 

1)G Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)Q This action is non-final. 

3) D f!^L mS app,i ^ ation isi " c ° ndition for allowance except for formal matters, prosecution as to the merits is 
Disposition of Claims 6 mder Ex P arte Qua Y le < 1935 C D. 1 1 453 O.G. 213. 

4) Q Claim(s) P21 is/are pending in the application. 
4a) Of the above claim(s) is/are withdrawn from consideration. 

5) G Claim(s) is/are allowed. 

6) G Claim(s) is/are rejected. 

7) G Claim(s) is/are objected to. 

8) 0 Claim(s) 1^21 are subject to restriction and/or election requirement. 
Application Papers 

9) D The specification is objected to by the Examiner. 

10) Q The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a) 

1 1) D The proposed drawing correction filed on is: a)Q approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)D All b)D Some * c)D None of: 

1 •□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. 

3. Q Copies of the certified copies of the priority documents have been received in this National Staqe 

application from the International Bureau (PCT Rule 1 7 2(a)) "anuria, rage 

* See the attached detailed Office action for a list of the certified copies not received. 

14) Q Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received 

15) U Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
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DETAILED ACTION 

1. Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1-18, and 20-21 are drawn to a method for applying wear reducing 
material to a tool by a laser, classified in class 219, subclass 121.64. 

II. Claim 19, drawn to a tool joint to which a wear-reducing material has been 
applied, classified in class 175, subclass 320. 

The inventions are distinct, each from the other because of the following reasons: 

2. Inventions applying wear reducing material to a tool by a laser and drawn to a 
tool joint to which a wear-reducing material has been applied are related as process of 
making and product made. The inventions are distinct if either or both of the following 
can be shown: (1) that the process as claimed can be used to make other and 
materially different product or (2) that the product as claimed can be made by another 
and materially different process (MPEP § 806.05(f)). In the instant case the product can 
be made by a materially different process, such as using an electron beam to apply 
wear reducing material to a tool joint. (Product-by-process claims are defined by the 
final product and not by the process steps used to make the product). 

3. Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art as shown by their different classification, restriction 
for examination purposes as indicated is proper. 
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Art Unit: 1725 

Applicant is advised that the reply to this requirement to be complete must 
include an election of the invention to be examined even though the requirement be 
traversed (37 CFR 1.143). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Geoffrey S Evans whose telephone number is (703)- 
308-1653. The examiner can normally be reached on Mon-Fri 6:30AM to 4:00 PM, 
alternate Fridays off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tom Dunn can be reached on (703)-308-3318. The fax phone numbers for 
the organization where this application or proceeding is assigned are (703)-872-9310 
for regular communications and (703)-872-931 1 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703)- 
308-0661. a/1 /) 




Primary Examiner 
Art Unit 1725 



GSE 

June 21, 2003 



